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DETAILED ACTION 

Claims 1-4 and 6-16 are currently presented and have been examined. 
Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 1 July 
2009 has been entered. 

Information Disclosure Statement 

The IDSes filed 30 September 2008, 22 June 2009, and 1 July 2009 are in 
compliance with 37 CFR 1 .97 and 1 .98 and have been considered by the Examiner. 
Response to Arguments 

Applicant's arguments filed 1 July 2009 have been fully considered but they are 
not persuasive. 

The Applicant argues Serceki does not teach or suggest wherein an operator 
specifies a predetermined data processing function for a wireless communication device 
as recited in claim 1 . The Examiner respectfully disagrees in view of the broadest 
reasonable interpretation of the claim. Since the claim fails to recite and therefore 
require that the operator specify the function in a specific and particular way, it may be 
interpreted that the operator specifies the function in a non-computerized way including 
merely mentally deciding that the operator wishes to search for a wireless 
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communication device having a predetermined data processing function such as 
connecting to a network wirelessly. Therefore, Serceki does teach this limitation in its 
broadest sense. 

The same rationale is cited for the Applicant's arguments regarding the 
"discrimination unit", "determination unit" and "display unit" as recited in claim 1 1 . The 
discrimination unit in its broadest sense is part of the system of Serceki since the 
system of Serceki is for the purposes of connecting wirelessly to a network, which is the 
processing function designated by the operator when the operator chooses to use the 
system of Serceki with a general purpose computer. 

The Applicant also argues that "Zero" does not teach or suggest a wireless 
communication device that can switch between a history search mode and a new 
search mode, and executes a communication process in each mode, wherein, in the 
history search mode, the wireless communication device communicates with a partner 
wireless communication device that had been communicated with previously, and 
wherein, in the new search mode, the wireless communication device communicates 
with a newly searched for partner wireless communication device that includes a 
"search unit adapted to, in the history search mode, compare network identification 
information included in the detected beacon with the network identification information 
stored in said storage unit, cause said detection unit to detect another beacon, if there is 
a match in the compared network identification information, and search for a partner 
wireless communication device to communicate with based on new network 
identification information, if the new network identification information is detected," and 
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"a first display unit adapted to, in the new search mode, selectably display device 
identification information of a wireless communication device found by said search unit," 
as recited in Claim 10. The Applicant contends that "the Wireless Zero Configuration 
Service is not understood to perform the functions of the claimed search unit and first 
display unit. That is, there is no display area that lists only information regarding devices 
to which the computer has not connected previously." 

The Examiner respectfully disagrees. 

Zero disclosed: 

"The first time a wireless adapter is added to a computer running Windows XP, 
the WZC service prompts you with the "One or more wireless networks are available" 
message in the notification area, which leads you to select a wireless network by using 
the Wireless Network Connection dialog box. After you select a wireless network and 
the connection is successful, the selected network is automatically added as a preferred 
network, and you are no longer prompted with the "One or more wireless networks are 
available" message whenever you are within range of it. For an organization, this is the 
typical process for configuring the initial connection to a private wireless network. After 
the initial configuration, the WZC service connects (then maintains the connection to) 
the organization wireless network. When vou take vour laptop computer to an airport or 
another location with public wireless access, the WZC service first attempts to connect 
to vour preferred network. When that connection attempt fails, vou are prompted again 
with the "One or more wireless networks are available" message to connect to the 
public access wireless network. " (see page 4 of "Zero") 
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"Zero" expressly discloses that the device switches between a history search 
mode and a new search mode and that, while in the new search mode, a list of 
available networks are displayed. Since the device is not in the vicinity of one of the 
previously found partner wireless communication devices that were attempted to be 
found in the "history search mode", the only partner wireless communication devices 
that are displayed are those that were not found before and are considered to be found 
in the "new search mode". Therefore, "Zero" does disclose these limitations. 

Claim Rejections - 35 USC § 102 

The following Is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1-3, 6-9, 11-13, and 15-16 are rejected under 35 U.S.C. 102(e) as being 
anticipated by US Patent Application Publication 20040102192 to Serceki. 

Regarding claim 1 , Serceki disclosed a wireless communication system having 
first and second wireless communication devices, wherein said first wireless 
communication device ("wireless station" including a "wireless monitoring application") 
comprises: 

a detection unit adapted to detect a plurality of beacons at a plurality of 
frequencies; a connection unit adapted to connect to a network identified by network 
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identification information included in a beacon ("SSID") detected by said detection unit 
to search for a wireless communication device having a predetermined data processing 
function specified by an operator (the system providing Internet services); a first 
transmission unit adapted to transmit a search request signal (attempt to "associate"), to 
search for the wireless communication device having the predetermined data 
processing function specified by the operator, to a wireless device on the network 
connected to by said connection unit; 

a determination unit adapted to determine whether the wireless communication 
device ("access point") on the network connected to by said connection unit has the 
predetermined data processing function specified by the operator on the basis of a 
response signal (response to the attempt to "associate") that the wireless 
communication device on the network connected to by said connection unit has 
transmitted in response to the search request signal transmitted by said first 
transmission unit; 

a display unit adapted to selectably display information associated with the 
wireless communication device determined by said determination unit to have the 
predetermined data processing function specified by the operator so as to determine a 
wireless communication partner; and 

a control unit adapted to, when the operator selects the information displayed by 
said display unit while said detection unit performs a detection process to detect the 
beacon, terminate the detection process of said detection unit and execute connection 
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processing with a wireless communication device specified by the selected information, 
and 

said second wireless communication device (the "access point") comprises: 

a second transmission unit adapted to transmit a signal including self 
identification information as the response signal (response to attempt to "associate" 
providing information on how to connect to the device), when search request 
information is detected in a wireless reception waiting state at a predetermined 
frequency, (see at least paragraphs 001 1 and 0012) 

Claims 2 and 13 are also rejected since these claims recite in whole or in part 
substantially the same limitations as recited in claim 1 . 

Regarding claim 3, Serceki disclosed the device according to claim 2, wherein 
said determination unit stores in a memory identification information of a wireless 
communication device on a partner side included in a response signal to the search 
request signal upon reception of the response signal, and said display unit selectably 
displays the identification information stored in the memory, (see at least paragraphs 
0011 and 0012) 

Regarding claim 6, Serceki disclosed the device according to claim 2, wherein 
when no signal is received in response to the search request signal within a 
predetermined period of time, an error display is made, (see at least paragraphs 001 1 
and 001 2) (if no partner wireless communication device is found, the user would 
inherently discover over a user selected period of time that no device is available and 
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that the display's lack of showing an available device is indicative of such an error that 
no device is available) 

Regarding claim 7, Serceki disclosed the device according to claim 2, further 
comprising: a second determination unit adapted to determine if the beacon detected by 
said detection means is a beacon in an adhoc communication mode or a beacon in an 
infrastructure communication mode, and when said second determination unit 
determines that the detected beacon is the beacon in the adhoc communication mode, 
said transmission unit transmits the search request signal toward a wireless 
communication processing device as a generation source of the detected beacon, and 
when said second determination unit determines that the detected beacon is the beacon 
in the infrastructure mode, said transmission unit transmits the search request signal 
toward an access point, (see at least paragraphs 0007, 0008, and 0011) 

Regarding claim 8, Serceki disclosed the device according to claim 2, further 
comprising registration unit adapted to register, in a memory, information associated 
with connection to the partner, wireless communication device, to which a wireless 
communication has been established, (see at least paragraph 0034) (the wireless 
station uses the information in a beacon frame to associate with the access point and 
stores the information for the connection) 

Regarding claim 9, Serceki disclosed the device according to claim 8, further 
comprising a mode for executing a process for establishing a wireless communication 
on the basis of the information registered by said registration unit, (see at least 
paragraph 0034) 
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Regarding claim 1 1 , Serceki disclosed a wireless communication system having 
first and second wireless communication devices, wherein said first wireless 
communication device comprises: a discrimination unit adapted to discriminate a type of 
device capable of executing a processing function designated by an operator; a 
determination unit adapted to, when receiving a beacon transmitted by a device on a 
wireless network, determine whether device identification information corresponding to 
the type discriminated from said discrimination unit is included in the received beacon; 
and a display unit adapted to selectably display information associated with the device 
that transmitted the beacon, in accordance with a determination result determined by 
said determination unit, and said second wireless communication device comprises: an 
informing adapted to include device identification information indicating a function into a 
beacon and transmitting the beacon to the wireless network, and when information of 
said second wireless communication device among information displayed by said 
display unit is selected, a process for establishing a communication between said first 
and second wireless communication devices is executed, (see at least paragraphs 001 1 
and 0012) 

Claims 12 and 15 are also rejected since claims 12 and 15 recite substantially 
the same limitations as recited in claim 1 1 . 

Regarding claim 16, Serceki disclosed the device according to claim 2, wherein 
said predetermined data processing function includes at least one of a data printing 
function and a data saving function, (the "access point" provides Internet services, that 
may include saving of data at a remote location or at the access point itself for saving 
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the connection information of the wireless communication device connecting to the 
"access point") 

Claims 10 and 14 are rejected under 35 U.S.C. 102(a) as being anticipated by 
"The Windows XP Wireless Zero Configuration Service" ("Zero"). 

Regarding claim 10, "Zero" disclosed a wireless communication device 
(computer executing the Windows XP operating system including the Windows XP 
Wireless Zero Configuration Service) that is configured to switch between a history 
search mode and a new search mode, and executes a communication process in each 
mode, wherein, in the history search mode, the wireless communication device 
communicates with a partner wireless communication device that had been 
communicated with previously, and wherein, in the new search mode, the wireless 
communication device communicates with a newly searched for partner wireless 
communication device comprising: 

A storage unit (contained on the computer) adapted to store device identification 
information and network identification information of a partner to which the wireless 
communication device has been connected previously ("preferred network"; see also 
"Preferred Networks" on page 2); an instruction unit adapted to instruct one of the 
history search mode and the new search mode; a beacon detection unit that operates in 
the new search mode and that detects a beacon; a search unit adapted to, in the history 
search mode, compare network identification information included in the detected 
beacon with the network identification information stored in said storage unit, cause said 
detection unit detect another beacon if there is a match in the compared network 
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identification information, and search for a partner wireless communication device to 
communicate with based on new network identification information if the new network 
identification information is detected; a first display unit adapted to, in the new search 
mode, selectably display device identification information of a wireless communication 
device found by said search unit; a second display unit adapted to selectably display the 
device identification information of a wireless communications device stored in said 
storage unit in response to said instruction unit instructing the history search mode; and 
a wireless communication establishment process unit adapted to, when device 
identification information displayed by one of said first and second display unit is 
selected, execute a wireless communication establishment process with the wireless 
communication device specified by the selected device identification information, (see 
"preferred networks" on page 3 and "How the WZC service works on pages 4 and 5) 
(see also plural displayed windows on pages 2 and 3) 

Claim 14 is also rejected since claim 14 recites substantially the same limitations 
as recited in claim 10. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 

forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Serceki in 
view of US Patent 6,529,522 to Ito et al. 

Regarding claim 4, Serceki disclosed the device according to claim 2. 

Serceki did not expressly disclose wherein each of the wireless communication 
device and the partner wireless communication device comprises one of an image 
sensing device, a device for executing a print process of a sensed image, and a storage 
device for executing a storage process of a sensed image, however, Ito did disclose 
these limitations (see at least column 8, lines 19-62) 
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It would have been obvious to one or ordinary skill in the art the time the 
invention was made to combine the teachings of these references since both references 
disclose analogous subject matter regarding wireless communication devices and their 
connections with partner wireless communication devices and one of ordinary skill 
would have found that the substitution of a wireless communication device and a 
partner communication device with the image sensing device and a device for executing 
a print process of a sensed image would not introduce any unforeseen changes in the 
operation of the device of Serceki regarding wireless communications and would have 
reasonably predicted a successful combination of the wireless functionality of Serceki 
and the Image sensing device and the device for executing a print process of a sensed 
image described in Ito. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to George C. Neurauter, Jr. whose telephone number is 
(571)272-3918. The examiner can normally be reached on the hours between 8:30am- 
5:00pm Eastern. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tonia Dollinger, can be reached on 571-272-4170. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/George C Neurauter, Jr./ 
Primary Examiner, Art Unit 2443 



